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PronosRls dravn up by the United Kingdom delegation
concerning Articles_ 19, 67 and )05 of the

Draft Convention (BR/184/72)
and the Draft Imnlementing Regulations (BR/185/72),

inpartiGular .Article 88

1. Article 19

The operations of the Receiving Section are now lar~ely
ofa ~lerical nature. It has to decide simple questions of
fact~ e.g. ~hether the filing and search fees have been naid
in -t-imeor ""hether the request for the grant of a EurolJean
~atent contains the information required.

In our view, it ..is therefore unnecessary _ and too
expensive - for anpeals from the Receiving Section to be
heard by a Board of Apneal having the conrposition set out in
./l..rticlc19,paragraph 2. It-seems to us that it would be
preferable to provide for the possibility of a mixed Board
of Appeal to deal with such appeals, the actual composition
of the Board in a particular case depending upon the facts
of that case.

We therefore propose that Article 19 should be amended
as follo\"I's:

11(1) Unchanged

(2) For appeals from a decision of the Receiving-Section,
a Board of Apnee.1 shall consist of:

/
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(a) three. members, at least one of ""hom shall be legally
qualified;

(b) delete

(3) For appeals from a decision of an Exa~mining Division, a
Board of Appeal shall consist of:

(a) ~

(b) .~unc~anged
i
\

(c) three members, at least one of whom shall be legally
qualified.

(4).Unchanged."

2. Article 67

We consider that the first sentence of naragr~nh 2
should be completed by the words "the latest filed claims
contained in the publication under .Article 92."

The effect of this is that the provisional protection
will be determined by what the early published claims and- ",

the claims at grant have in common, thus inhibiting lateral
shifts during the examination stage. we do.not "believe thai;
claims filed after the Jl...rticle92 publication, other than
the'claims in their form at grant, should be taken into
account in determining the extent of the provisional pro-
tection. This would "give rise to complications in calcule.ting
the extent of the protection at any given time, particularly
when the claims are amended several times; and it would
require all the amended claims to be published by the Euronean
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Patent Office, as is envisaged by Article 98, paragraph 2,
of the Regulations. If our pr~posal for Article 67 is
accepted,Vle think that Article s8; paragra:oh 2 of the
Regulations should be cancelled.

3. Article 105 t paragraph 2

Cases will oc.cur .inwhich an applicant claims priority
under Article ~6 and the Receiving Section decides under
Article 90, paragraph 3, that "the right of "priority sha.ll (
be lost for the application". Such a decision does.not
terminate the proceedings for the a~plicant and is therefore
not immediately appealable. Having regard to the terms of
Article 105, paragraph 2, the applicant is compelled to
await a decision to gr~~t or refuse his application before
he can question before a Board of Appeal the decision tq .
cancel the priority date claimed. The s?~e anulies if the

- .
Examining Division decides to cancel the priority date
claimed under Article '96, paragraph 1.

If priority is lost, publication under f~ticle 92 will
be held up until the expirY,of 18 months from the filing
.date. ./I~so,because there may have been a disclosure
between the priority and filing dates, the application may
be.refused or may proceed to grant but with claims of much
narro""'erscope.
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It is clearly undesirable for these effects to occur
because of a '~ong decision of e.g. the Receiving Section.
If the applicant ap"geals the final decision under Article 105,
paragraph 2, and at that time succeeds in his efforts to
re-instate h~s claim to priority, then much time and effort
will have been wasted because it will be necessary to
re-examine the application.

In order to remedy this situation, we take the vie,~rths.t
if there is a decision that priority is lost the possibility
of an immediate appeal should be open to the applicant. This
requires amendment of Article 105, paragraph 2, but loss of
priori ty is not the only case. Thus, VI'ealso consider that.
the same possibility of iIIlrJ.ediateappeal should apply in >-

the follo"'ing cases:

(i) where the Eecei ving Section deems the designe.tion of
a State to be VI'ithdrawn u.lJ.derJ_rticle 90, paragranh 4
or 5;

(ii) where the Receiving Section re-dates the apnlication
or deems a reference to d.raw.ingsto be deletecl under
Article 90, para.gra:ph6; 2...Tl0..

(iii) VlTherean original application is refused or withdral'l.'Il
. ".. • j

for someonl~ of the designated States or for part of
the subject-matter under P~ticle 59.

The same kind of situation may also arise during o-pposition
proceedings (evg~ where the result is dependent unon which of
two patents has the earlier date of priority). It will be
appreciated that in oppositions circumstances vary widel~r
fr6m case to case.
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It seems to us that there maywell be cases, other than
those we have specifically mentioned, in which it would ?.lso
be e'xpedient to provide for the possi bili ty of immedie.te
appeal. In order to avoid difficulties arising from the use
of specific wording relating only to particular cases, we
therefore propose that Article 105, paragraph 2, should be
e..mendedto read:

UA decision \-vhich does not terminate proceedings as
regards .one of the parties c&~ only be the subject of an
appeal together 'lNith the final decision, unless the authority
v,'hich gave the decision states in its decision that the time (
li~i t of Article 107 runs from the d8.te of notification cf
that decision. tI

We\vould expect that the :President V"ouldlay down
guidelines for use in the Europee.n Patent Office which would
govern the exercise of this discretion by at least the
Receiving Section end the E~aminingDivisions. In our view,
if it appee..rs that time, effort end expense would be saved
by allowing en immediate appeal then this should be done.

4. We take the view that the Impplementing Regulations
should refer thrqughout to "Rules" rather than "P..rticles". ! I

This v\'ould lead to greater clarity and simplify the
dr2.fting (e .g. it would no longer be necessary to refer
back to the Convention each time the Regulations refer ~o
an Article) •. '
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5. Article 88 of the Regulations

We think the square brackets in paragrRph 2 of this
ftxticle should be deleted. In our vie~, ,it would be highly
convenient for the examiners to have before them the complete
amendments which the applicant, after reflecting uuon the
search report, vdshes to make to his application. Further,
we v:'ouldpoint out that the Europea..l'lPatent Office could not
prevent the applicant proposing amendments to his description
and drawings; and there would, in any event, be no point in
the European Patent Office returning the nronosals to the
applicant,. since paragraph 4 'Dermits the armlicE'.l1t2.ta
slightly later stage to make these changes.
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